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DETAILED ACTION 

Response to Amendment 

1 . This action is response to the Amendment field on 3 April 2008. Claims 1 , 3-7, 9- 
27, 34 and 35 are pending with claims 1 , 3, 9, and 24 been amended. Claims 2, 8, 32, 
33 have been canceled. New claims 34 and 35 have been added. 

Information Disclosure Statement 

2. The information disclosure statement (IDS) submitted on 04/03/2008 is in 
compliance with the provisions of 37 CFR 1 .97. Accordingly, the information disclosure 
statement is being considered by the examiner. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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3. Claims 1 , 3-7, 9-27, 34 and 35 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Matsushima (US Patent # 7,019,860) in view of Bahar (US 
2002/0019852). 

Regarding claim 1, Matsushima substantially discloses the invention as claimed a 
method of using a print device, comprising the steps of: carrying out a specified task at 
a print device (see col. 1 , lines 61-67, col. 2, lines 1-2, printer engine); determining by 
the printer device, whether the specified task was carried out successfully by the printer 
device (see col. 1 , lines 60-67-col. 2, lines 1-26; image information); and generating an 
email confirmation, automatically by the print device, including an indication of success 
or failure of said carried out task at said print device (see col. 7, lines 26-34, col. 8, lines 
46-54, Fig 1 1 to Fig 13); wherein said step of carrying out a specified task includes 
rendering image data at said print device (see col. 1, lines 60-67-col. 2, lines 1-26; 
image information); and wherein said email confirmation includes a thumbnail image 
associated with said rendered image data upon a successful rendering of said image 
data, and said email confirmation does not include a thumbnail image associated with 
said rendered image data upon an unsuccessful rendering of said image data (see col. 
7, lines 26-34, col. 8, lines 46-54, Fig 11 to Fig 13 lines 50-57). 

Matsushima does not explicitly disclose wherein said generating an email 
confirmation. However in the same field of invention Bahar discloses wherein said 
generating an email confirmation (see par. 0013, 0034, 0038; providing notice of the 
email and generating the confirmation of receipt notice). 
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It would have been obvious to one of the ordinary skill in the art of networking at 
the time of this invention to combine the teaching of Matsushima and Bahar for email 
confirmation for specific task at print device. Motivation for doing so would have been 
advantageous to actively determine the identity of the recipient individual actually 
receiving and/or given notice of the email, as well as other actively discovered 
information indicative of proper delivery which is found on the recipient computer 
system of the recipient individual (see Bahar: par. 0008). 

Regarding claim 2 (Canceled). 

Regarding claim 3, Matsushima discloses the method of claim 1, wherein said rendered 
image data corresponds to one of a scan to network job and a fax job (see col. 1 0, lines 
51-56). 

Regarding claim 4, Matsushima discloses the method of claim 1, wherein said email 
confirmation relates to a scan to network job (see col. 10, lines 42-48). 

Regarding claim 5, Matsushima discloses the method of claim 4, wherein said email 
confirmation includes upon said failure at least one of a primary SMTP gateway IP 
address (see col. 1 , lines 27-33); a connection failure, and number of connection tries; 
and a mail server response (see col. 7, lines 26-34, col. 1 1 , lines 8-23). 
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Regarding claim 6, Matsushima discloses the method of claim 1, wherein said email 
confirmation relates to a fax job (see col. 10, lines 51-56). 

Regarding claim 7, Matsushima discloses the method of claim 6, wherein said email 
confirmation includes upon said failure at least one of a connection failure, and number 
of connection tries; date; station name; and station number (see col. 7, lines 13-19). 

Regarding claim 8 (Canceled). 

Regarding claim 9, Matsushima discloses the method of claim 1, wherein said email 
confirmation includes an attachment (see col. 7, lines 50-57). 

Regarding claim 10, Matsushima discloses the method of claim 9, wherein said email 
confirmation includes a thumbnail image of said attachment (see col. 7, lines 50-57). 

Regarding claim 1 1 , Matsushima discloses the method of claim 9, wherein said email 
confirmation includes a thumbnail image of said attachment upon a successful 
rendering of said image data, and said email confirmation does not include a thumbnail 
image of said attachment upon an unsuccessful rendering of said image data (see col. 
7, lines 26-34, col. 8, lines 46-54, Fig 11 to Fig 13 lines 50-57). 



Regarding claim 12, Matsushima discloses the method of claim 9, wherein said email 
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confirmation comprises information relating to said attachment, including at least one of 
a file name, data format, and rendered image resolution (see col. 7, lines 26-34). 

Regarding claim 1 3, Matsushima discloses the method of claim 1 , wherein said 
generating step includes the substep of transmitting said email confirmation over a 
network (see col. 4, lines 57-63). 

Regarding claim 14, Matsushima discloses the method of claim 13, wherein said 
transmitting step includes transmitting said email confirmation over a network using one 
of said print device and a computer attached to said network (see col. 7, lines 1 3-1 9, 
lines 50-57). 

Regarding claim 1 5, Matsushima discloses the method of claim 1 , wherein said print 
device is part of a multi-function machine (see col. 3, lines 35-40, fig. 1). 

Regarding claim 16, Matsushima substantially discloses the invention as claimed a 
method of using a print device, comprising the steps of: carrying out a specified task at 
a print device (see col. 1 , lines 61-67, col. 2, lines 1-2, printer engine); and generating 
an email confirmation including an indication of success or failure of said carried out 
task at said print device, said email confirmation including a thumbnail image associated 
with said specified task upon successfully carrying out said specified task, and said 
email confirmation not including a thumbnail image associated with said specified task 
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upon unsuccessfully carrying out said specified task (see col. 7, lines 26-34, col. 8, lines 
46-54, Fig 11 to Fig 13). 

Matsushima does not explicitly disclose wherein said generating an email 
confirmation. However in the same field of invention Bahar discloses wherein said 
generating an email confirmation (see par. 0013, 0034, 0038; providing notice of the 
email and generating the confirmation of receipt notice). 

It would have been obvious to one of the ordinary skill in the art of networking at 
the time of this invention to combine the teaching of Matsushima and Bahar for email 
confirmation for specific task at print device. Motivation for doing so would have been 
advantageous to actively determine the identity of the recipient individual actually 
receiving and/or given notice of the email, as well as other actively discovered 
information indicative of proper delivery which is found on the recipient computer 
system of the recipient individual (see Bahar: par. 0008). 

Regarding claim 17, the limitations of this claim has already been addressed (see claim 

2 above). 

Regarding claim 18, the limitations of this claim has already been addressed (see claim 

3 above). 

Regarding claim 19, the limitations of this claim has already been addressed (see claim 
8 above). 



Application/Control Number: 10/764,163 
Art Unit: 2144 



Page 8 



Regarding claim 20, the limitations of this claim has already been addressed (see claim 
9 above). 

Regarding claim 21, the limitations of this claim has already been addressed (see claim 

13 above). 

Regarding claim 22, the limitations of this claim has already been addressed (see claim 

14 above). 

Regarding claim 23, the limitations of this claim has already been addressed (see claim 

15 above). 

Regarding claim 24, Matsushima substantially discloses the invention as claimed a 
method of using a print device, comprising the steps of: carrying out a Specified task at 
a print device (see col. 1, lines 61-67, col. 2, lines 1-2, printer engine); determining, by 
the print device, whether the specified task was carried out successfully by the print 
device (see col. 1, lines 60-67-col. 2, lines 1-26; image information); and generating an 
email confirmation by said print device, said email confirmation including information 
pertaining to said specified task (see col. 7, lines 26-34, col. 8, lines 46-54, Fig 1 1 to Fig 
13); wherein said email confirmation includes a thumbnail image associated with the 
specified task (see col. 7, lines 26-34, col. 8, lines 46-54, Fig 1 1 to Fig 13 lines 50-57). 
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Matsushima does not explicitly disclose wherein said generating an email 
confirmation. However in the same field of invention Bahar discloses wherein said 
generating an email confirmation (see par. 0013, 0034, 0038; providing notice of the 
email and generating the confirmation of receipt notice). 

It would have been obvious to one of the ordinary skill in the art of networking at 
the time of this invention to combine the teaching of Matsushima and Bahar for email 
confirmation for specific task at print device. Motivation for doing so would have been 
advantageous to actively determine the identity of the recipient individual actually 
receiving and/or given notice of the email, as well as other actively discovered 
information indicative of proper delivery which is found on the recipient computer 
system of the recipient individual (see Bahar: par. 0008). 

Regarding claim 25, the limitations of this claim has already been addressed (see claim 

1 above). 

Regarding claim 26, the limitations of this claim has already been addressed (see claim 

2 above). 

Regarding claim 27, the limitations of this claim has already been addressed (see claim 

3 above). 



Regarding claim 28 (Canceled). 
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Regarding claim 29, the limitations of this claim has already been addressed (see claim 

13 above). 

Regarding claim 30, the limitations of this claim has already been addressed (see claim 

14 above). 

Regarding claim 31 , the limitations of this claim has already been addressed (see claim 

15 above). 

Regarding claims 32-33, (Canceled). 

Regarding claim 34, Matsushima substantially discloses the invention as claimed a 
method of using a print device, comprising the steps of: carrying out a specified task at 
a print deice (col. 1 , lines 61-67, col. 2, lines 1-2, printer engine); determining, by the 
print device, whether the specified task was carried out successfully by the print device 
(see col. 1, lines 60-67-col. 2, lines 1-26; image information); and generating an email 
confirmation, automatically by the print device, including an indication of success or 
failure of said carried out task at said print device; wherein said email confirmation 
relates to a scan to network job (see col. 7, lines 26-34, col. 8, lines 46-54, Fig 11 to Fig 
13; col. 10, lines 42-56). 
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Matsushima does not explicitly disclose wherein said generating an email 
confirmation. However in the same field of invention Bahar discloses wherein said 
generating an email confirmation (see par. 0013, 0034, 0038; providing notice of the 
email and generating the confirmation of receipt notice). 

It would have been obvious to one of the ordinary skill in the art of networking at 
the time of this invention to combine the teaching of Matsushima and Bahar for email 
confirmation for specific task at print device. Motivation for doing so would have been 
advantageous to actively determine the identity of the recipient individual actually 
receiving and/or given notice of the email, as well as other actively discovered 
information indicative of proper delivery which is found on the recipient computer 
system of the recipient individual (see Bahar: par. 0008). 

Regarding claim 35, Matsushima discloses the method of claim 34, wherein said email 
confirmation includes upon said failure at least one of a primary SMTP gateway IP 
address; a connection failure, and number of connection tries; and an email server 
response (see col. 1, lines 15-33, col. 7, lines 20-44, col. 11, lines 8-23). 

Response to Arguments 

4. Applicant's arguments filed on 03 April 2008 have been fully considered but they 
are not persuasive. However, because there exists the likelihood of future presentation 
of this argument, the Examiner thinks that it is prudent to address applicant's main point 
of contention. Applicant's arguments include: 
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A. Regarding to independent claims 1 , 16, 24 and their dependent claims, 
Applicant argues that Matsushima in view of Bahar does not teach or suggest: 

1 . "determining, by the print device, whether the specified task was 
carried out successfully by the print device." 

2. "generating an email confirmation, automatically by the print device, 
including an indication of success or failure of said carried out task at said print device." 

3. "wherein said email confirmation includes a thumbnail image 
associated with said rendered image data upon a successful rendered of said image 
data, and said email confirmation does not include a thumbnail image associated with 
said rendered image data upon an unsuccessful rendering of said image data." 

As for Point A, it is Examiner's position that Matsushima in view of Bahar teaches or 
suggests "determining, by the print device, whether the specified task was carried out 
successfully by the print device (see Matsushima: col. 1, lines 60-67-col. 2, lines 1-26; 
image information), generating an email confirmation, automatically by the print device, 
including an indication of success or failure of said carried out task at said print device 
(see Matsushima: col. 7, lines 26-34, col. 8, lines 46-54, Fig 1 1 to Fig 13; Bahar: see 
par. 0013, 0034, 0038, figures 1-5 and text related to the figures; providing notice of the 
email and generating the confirmation of receipt notice), wherein said email confirmation 
includes a thumbnail image associated with said rendered image data upon a 
successful rendered of said image data, and said email confirmation does not include a 
thumbnail image associated with said rendered image data upon an unsuccessful 
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rendering of said image data (see Matsushima: col. 7, lines 26-34, col. 8, lines 46-54, 
Fig 1 1 to Fig 13 lines 50-57; Bahar: see par. 0013, 0034, 0038, figures 1-5 and text 
related to the figures; providing notice of the email and generating the confirmation of 
receipt notice)." Thus it is Examiners position that the 35 U.S.C 103 (a) rejection is 
proper. 

5. Examiner's Note: Examiner has cited particular paragraphs, figures, columns and line 
numbers in the references as applied to the claims above for the convenience of the applicant. 
Although the specified citations are representative of the teachings in the art and are applied to 
the specific limitations within the individual claim, other passages and figures may apply as 
well. It is respectfully requested from the applicant, in preparing the responses, to fully 
consider the references in entirety as potentially teaching all or part of the claimed invention, 
as well as the context of the passage as taught by the prior art or disclosed by the examiner. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to UMAR CHEEMA whose telephone number is (571 )270- 
3037. The examiner can normally be reached on M-F 8:00AM-5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Jr. Vaughn can be reached on 571-272-3922. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Uc 

/William C. Vaughn, Jr./ 

Supervisory Patent Examiner, Art Unit 2144 



